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CASE No. . 
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FILED: ]■ 
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. . .e Patent and Trademark Office acknowledges, and has 
stamped hereon the date of receipt of the items checked 
below: 

□ AFFIDAVIT 

□ AMENDMENT □ APPEAL NOTICE 

p APPLICATION PAPERS - OATH/DECLARATION 
^ TOTAL CLS. , FEES. 


-.SHEETS OF DRAWING 

.0 ASSIGNMENT □ BRIEF 

□ CERTIFICATE OF CORRECTION 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Applicants: Hermann Oppermann, et al. 


Serial No,; 07/621,988 


Examiner : Nutter 


Filed: 


December 4, 1990 


Group Art Unit: 155 


For: 


OSTEOGENIC DEVICES 


Docket No*: CRP001CP2DV 


Honorable Commissioner of Patents 

and Trademarks 
Refund Section of Accounting Division 

Office of Finance 
Washington , DC 20231 

Dear Sir: 


CERTIFICATE OF MAILING 
I hereby certify that this correspondence is being 
deposited with the United States Posta* Service as Firs 
Class Mail in an anvolopa addressed to Honorable 
Commissioner of Pe^ts and Trademarks, Washingtor 
D.C. 2C231 . on /7*S-9/_ 


Signature 


Date 


Applicants respectfully request a refund of all charges to 
Deposit Account 12-0080 in connection with the above-referenced 
application. Specifically, Applicants respectfully request 
reimbursement of the $1,200.00 charge of January 4, 1991 (account 
code 101, Invoice #11004); and the $720-00 (account code 102) and 
$460.00 (account code 103) charges of July 19, 1991 (Invoice 
#20122). The reasons for this request are outlined below. 


On December 4, 1990, Applicants filed the divisional 
application referenced above. A copy of the filing documents is 
attached as Exhibit A. As filed, the application contained all 
the claims originally filed in the parent application, USSN 
315,342, see Exhibit B, attached. Through an inadvertent clerical 
error, Applicants initially neglected to delete those claims which 
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had been prosecuted to allowance in the parent application (claims 
1-20, 58-70), although these claims clearly would not be 
reprosecuted in a divisional application (MPEP §201.6). 
Applicants also filed a Preliminary Amendment concurrently with 
the application, which increased the number of independent claims 
in the application (see Exhibit C, attached.) A check in the 
amount of $1,991.00 was filed with the application as payment for 
filing fees due. This check reflected the deletion of the claims 
prosecuted in the parent application (claims 1-20, 58-70) as well 
as the claims added by amendment (60 total claims, 14 independent 
claims ) . 

Applicants subsequently identified their inadvertent clerical 
error, e.g., failure to delete the claims prosecuted in the parent 
application (claims 1-20, 58-70) and on January 7, 1991, 
Applicants filed a second Preliminary Amendment specifically 
deleting these claims (see Exhibit D, attached.) Upon 
recalculation of the claims with the January 7, 1991 Amendment, 
Applicants further identified a calculation error of $100.00. 
Accordingly, a second check in the amount of $100.00 was enclosed. 
Applicants now have submitted two checks totalling $2,090.00 for 
fees due in this application which are sufficient for a total of 
60 claims, and 14 independent claims filed under large entity 
status . 

On January 4, 1991 Applicant's Attorneys' deposit account 
(12-0080 at that time) was debited $1,200.00 for additional basic 
filing fees due on the above- referenced application. Two 
additional charges for filing fees associated with this 
application subsequently appeared on the account on July 19, 1991: 
$720.00 under account code 102, (independent claims in excess of 
three) and $460.00 under account code 103, (claims in excess of 
twenty). Applicants respectfully submit that all these additional 
charges are in error and are inappropriate. 
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Through an inadvertent clerical error, claims prosecuted to 
allowance in a parent application were not originally deleted from 
the divisional application when it was filed. However, as soon as 
the error was identified it was corrected. Deletion of these 
claims with the January 7, 1991 Amendment was not a "mere change 
of purpose" as defined in 37 CFR §1.26 (MPEP 509). These claims 
had been prosecuted to allowance in the parent case and the. filing 
of the divisional application clearly indicated that these claims 
were not to be reprosecuted. The MPEP clearly states under 
Section 201.06 that a divisional application is filed for a 
distinct invention that has been restricted from the parent 
application. Applicants respectfully submit that the error was a 
clerical one and did not result from a change in purpose as 
defined in the statute and that they are entitled to a refund of 
excess fees paid by actual mistake. 

It also should be noted that Applicants fail to correlate the 
value of the charges debited to the account to any combination of 
claims filed in this applicantion. Specifically, the additional 
charge of $1,200 on January 4, 1991 does not appear to correspond 
to any combination of claims, nor do the additional July 19, 1991 
charges of $720.00 and $460.00. The calculation of these charges 
therefore appear to be in error. 

Applicants respectfully submit that they submitted sufficient 
funds for the necessary fees in a timely fashion and that the 
charges to Attorney Deposit Account 12-0080 of $1,200.00, $720.00, 
and $460.00 are in error. Accordingly, Applicants respectfully 
request that these charges be refunded to Attorney Account 
No. 12-00820 expeditiously. 
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The Office of Finance is invited to call the undersigned Agent 
at the telephone number indicated below to expedite this matter 
and/or if additional information or further discussion would be 


Testa, Hurwitz & Thibeault 
Exchange Place 
53 State Street 
Boston, MA 02109 
617/248-7477 

299RDK7557/2.AA7 


beneficial. 


Very truly yours, 
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TESTA BOSTON 
EXHIBIT A 


~- USPTO - 


FINANCE 007 
REFUND 


IN THE UNITED STATES PATENT AND TRADEMARK OPFXCB 

Docket CRP-001CP2DV 


Anticipated Classification of 
this application t 


Class 


Subclass 


prior applications 

Examiner N. Nutter 

Art Unit 


.153. 


The Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


PILING UNDER 37 CFR 1,60 


Sin 


This is a request for filing a continuation _ ^divisional 

application under 37 CFR 1*60 of pending prior application 

Serial No. 315,342 tiled on February 23 , 1989 


of Her mann Oppermann, Thangavel Kuberasainpath, David C. Ruege r 
'{inventor currently of record in prior application) 


for Osteogenic Devices 
{titfe of Tnv e ntion) 


1. 
2. 

3. 


Enclosed is a copy of the prior application, 


A verification of small entity status is enclosed 

(required even if statement was filed in prior 
application) . 

x The filing fee is calculated belovt 


CLAIMS AS FILED IN THE PRIOR APPLICATION* 
LESS ANY CLAIMS CANCELLED BY AMENDMENT BELOW 


For 


Total claims 

Independent 
claims 


"Number 
filed 


Number 
extra 


Rate 


Basic" 
fee 

* 630 


51 - 22 • 29 
16 . 3 - 13 


X '70 9 580 
X 60 $ 780 


Total calculation 

Small entity reduction 

(50% of above, if applicable) 


580 
7S*"0 


$1,290.00 


TOTAL FILING FEB 


$1,990.00 
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Deposit Account Ho. _ * 

additional fees which may be "V>fe<l_K 8 c 0 redit "* 
overpayments to Deposit Account No. ±f_ o^ 80 ■ » 

Cancel in this application ojig^^ application 


8. 


X d ivision, of application Serial no, 315, 34Z , 

Hied ' February 23, 1989 

Transfer the drawing from the prior application to 

Urn-application and abandon said prior JW^iJiiielL 
thi filing date accorded this /plication. A 
copy of this sheet is enclosed for *£jPS*Jif* - 

plication file. (May only be used if ^.SS^., 
authorised by $1. 138 and before payment of base issue tee.} 

8a . X New formal drawings are enclosed. 

8b. Informal drawings are enclosed. 

priority of application Serial No. . 

^country) is claimed under~35 U.S.c. 1U*. ~ 

The certified copy has been filed in prior 

application Serial fiiea. 


10. 
11. 


The prior application is assigned of record to 

" Strvker C orporation 


is to 


The power of attorney in the prior application 

Edmuna R. Pitcher , Esq^ ♦ ,* Reg . No- 27 f 829, Lahive 


& ctScTgTTeld, bO-^a ^A si-f^t-. ■ Boston , MA 02109 
(n a«e, registration number, and address) 

a# X The power appears in the original papers in the 
pr ior application. 

b since the power does not appear in the 

originlS-papers. a copy of the power in the prior • 
application is enclosed. 

e x Address all future communications to 


Edmund P.. Pitcher, Esq. 
Lahive & Cockfield 
60 St ate Street, Boston, MA 02109 
iMay only be completed by applicant or attorney 


or agent of record.) 

12. X petition, fee and response has been filed to 

exSeno-the time in the pending prior »Pf"«tion 

unt il (must be completed ana papers 

if the period »ei in fch e prior application has run out). 


/ 
/ 
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13. 


14 . 


15. 
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A pr. iminary amendment It enclosed- tClal»» added 

X i hereby verify that the attached japer. are a true 
copToT prior application Serial Ko. ^ffi^s ^e oath 
originally filed on p»hrnarv 73. 1 9fi9">c-m" n * 
or declaration and drawings. 

Also enclosed 1st 


1009 


i h.r.by a.ei... tx.t .u .ut*«i>t. «a. •« w «J 

Jr. true .na M..t .U «»t.-«t* S«5 USUStS^." iS. 

aa s%mre ? u ErE« teas 1 - 

false statements nay jeopardise the vaiiaixy ©i tne oer 
any patent issued thereon. fl 


_DfCfTntv» r 1990 



Date 

Address of signatorr 

Lahive & Cockfield 


60 State Street 


Signature 

Inventor (a) 

Assignee of complete interest 

X Attorney or agent of record 


Boston. MA 02109, 


filed under $1.34 (a) 
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